A. In the invention, the depletion mode is created through application of voltages. 
Claim 29 recites that the semiconductor decoupling capacitor in consequence of 

providing signals of particular voltages to the gate and body. Specifically, claim 29 recites: 

"a semiconductor decoupling capacitor to provide decoupling capacitance between the 
first and second conductors, the semiconductor decoupling capacitor including: 

(a) a gate electrode coupled to the first conductor to receive the power supply voltage, 

(b) a diffusion coupled to the second conductor to receive the ground voltage, and 

(c) a body to receive the ground voltage through the diffusion, the semiconductor 
decoupling capacitor thereby being in depletion mode." (Emphasis added.) 

Likewise, claim 40 recites: 

"a semiconductor decoupling capacitor to provide decoupling capacitance between the 
first and second conductors, the semiconductor decoupling capacitor including: 

(a) a gate electrode coupled to the second conductor to receive the ground voltage, 

(b) a diffusion coupled to the first conductor to receive the power supply voltage, 

(c) a body to receive the power supply voltage through the diffusion , the semiconductor 
decoupling capacitor thereby being in depletion mode, 

B. In Manning et aL the depletion mode is created by a reduced the threshold.,VQltage 
(Vt), not through the application of voltages as recited; in the claims. 

In contrast to the claims, Manning et al. does not teach achieving a de pletion mo de 
semiconductor decoupling capacitor t^^^^ but rather through 

reducing the magnitude of the threshold voltage (Vt). 

For example, Manning et al. (Abstract, lines 12-13) states: "By sufficiently reducing Vt 
magnitude, a depletion mode MOS capacitor is formed." 

Throughout Manning et al., a reduced threshold voltage (Vt) is equated with depletion 
mode. For example, the phrase "reduced magnitude Vt or depletion mode PMOS capacitors" 
appears in many places throughout the specification of Manning et al. to suggest that a reduced 
magnitude Vt is the same as a depletion mode PMOS capacitor. (See, for example, col. 3, lines 
3-4; col. 4, lines 55-56 and lines 63-64; col. 4, line 67 - col. 5, line 1, etc.) The specification of 
Manning et al. does not explain any other way of achieving depletion mode. 

Manning et al. does not teach the particular combination of voltages recited in the claims. 
Specifically, Manning et al. does not teach "(a) agate elect rode co upled to the first conductonto 
receive t he power supply volta ge, (b) a jliffusion cou pled to the second conductor„to.recei.ve the 
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ground voltage, and (c) a body to receive the ground voltage through the diffusion, the 
semiconductor decoupling capacitor thereby being in depletion mode" as recited in claim 29. 
Likewise, Manning et al. does not teach (a) a gate electrode coupled to the second conductor to 
receive the ground voltage, (b) a diffusion coupled to the first conductor to receive the power 
supply voltage, (c) a body to receive the power supply voltage through the diffusion, the 
semiconductor decoupling capacitor thereby being in depletion mode, ..." as recited in claim 40. 

The APA also does not teach these limitations of the claims. As the Office action, p. 2, 
states: "APA does not teach that the first conductor coupled to the gate electrode carries a power 
supply voltage and a second conductor coupled to the diffusion carries a ground voltage, the 
semiconductor decoupling capacitor thereby being in depletion mode." Since the APA and 
Manning et al. do not teach these limitations either alone or in combination, the rejection of 
claims 29 and 40 should be withdrawn. 

Further, the dependent claims include various additional limitations not taught be the 
APA and Manning et al., either alone or in combination. For example, claims 35, 39, 46, and 50 
recite the semiconductor decoupling capacitor has a flatband voltage and wherein the power 
supply voltage has a smaller absolute value than does the flatband voltage. The flatband voltage 
was understood before the invention and having power supplies of less than 1 volt have been 
proposed before this invention. However, these claims combine this power supply voltage with 
depletion mode capacitors created through the application of voltages and these claims should be 
allowed. 

C. The cases cited in the Office action do not support eliminating claim limitations. 
The Office action, pp. 3-4, states: 

"Furthermore, claims directed to apparatus must be distinguished from the prior art in the 
terms of structure rather than function." [Citing In re Danly.l [A]pparatus claims cover what a 
device is, not what a device does. [Citing Hewlett-Packard Co. v. Bausch & Lomb Inc.] 

A claim containing a 'recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus' if the prior art teaches all the structural limitations of the claim, [citing Ex parte 
Masham]." 

In Re Daniy , 120 USPQ 528 (CCPA 1959), concerned whether certain claims were 
patentable over the prior art. Claim 1 was directed to a power press tie rod heating system and at 
the conclusion of a listing of structural elements recited "the construction being such that 
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alternating electric current may be passed through the tie road to heat the same." 120 USPQ at 

529. The CCPA stated: 

"Claims 1 and 2 are not limited to the actual use of alternating current. Those claims call 
for a press structure in which the tie rods are insulated from the frame and in which the 
construction is 'such that alternating current may be passed through the tie rod to heat the same.' 
It is evident that the quoted expression does not constitute a structural limitation, since an 
alternating current may be passed through any tie rod which is insulated from the press frame. * * 

"In view of the references of record, appellant's invention does not reside in a press in 
which it is possible to pass alternating current through the tie rods to heat them, but in a method 
and apparatus in which that is actually done. Claims drawn to an apparatus must distinguish 
from the prior art in terms of structure rather than function. [Citations omitted.] It follows that 
claims 1 and 2 fail to define a patentable distinction over the patents on which they stand 
rejected, and were properly rejected for that reason." 120 USPQ at 531 (emphasis in original.) 

In contrast to In re Danly , in this present application, claims 29 and 40 do not state the 
capacitor may be operated to be in depletion mode, they state the decoupling capacitor is in 
depletion mode ("the semiconductor decoupling capacitor thereby being in depletion mode.") 
Accordingly, the depletion mode feature is a limitation to the claim. Indeed, it is central to the 
invention. 

In, Hewlett-Packard Co. v. Bausch & Lomb, Inc., 15 USPQ2d 1515, 1528 (Fed. Cir. 
1990), claim 1 of the LaBarre patent concerned an X-Y plotter system. The LaBarre patent was 
owned by Hewlett-Packard (HP) and was infringed by Bausch & Lomb (B&L). On the subject of 
obviousness, the Federal Circuit stated: 

'The critical language is the last clause of claim 1: 'wherein the rough surface ... has a 
random pattern, size, and height of rough spots.' B&L agrees that the use of grit provides great 
advantages over a knurled wheel. * * * However, B&L maintains that claim 1 does not 
specifically recite 'grit,' that it is improper to read the limitation of 'grit' into the claims, and that 
therefore whatever unobvious advantages may be realized by the use of grit are irrelevant. Since, 
argues B&L, the use of a 'random pattern , size and height of rough spots' on the wheel does not 
provide an 'operational difference' over a knurled wheel, this limitation in claim l does not 
render claim 1 unobvious over Yeiser. 

"We find this argument without merit. The above-described language from claim 1 is a 
reasonable description of what 'grit' is * * *. 

"Secondly and more importantly, there is no requirement, as B&L implies, that HP show 
'operational differences' of the claimed device over the prior art. Claim 1 of LaBarre is an 
apparatus claim, and apparatus claims cover what a device is, not what a device does. An 
invention need not operate differently than the prior art to be patentable, but need only be 
different." 15 USPQ2d at 1527-28 (Emphasis in original.) 
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The facts of Hewlett-Packard have no real applicability here. If the Office action were 
saying applicants had to show 'operational differences' of the claims 29 and 40 over the prior art, 
then this case might be applicable. However, the Office action is not saying that. Rather, the 
Office action is saying that some words of the claims are not limitations. This situation was not 
discussed in Hewlett-Packard . The claims are structurally different from the APA and Manning 
et al. The placement of power and ground voltage conductors and body, gate, and source/drain 
types is different in some claims than in FIG. 1 (APA) and Manning et al. Table 1, below, 
clearly shows the structural differences. 
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Table 1 



The Office action also cites In Ex Parte Masham , 2 USPQ2d 1647 (Bd. Pat App. & Inter. 

1987), in which claim 1 recited: 

"1. An apparatus for mixing flowing developer material, including: 
means defining a chamber, for receiving the flow material developer material therein; and 
means for mixing the following developer material, said mixing means being stationary 
and completely submerged in the developer material ." (Emphasis added.) 
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By contrast, in the reference (Williams), the "mixing means is depicted 'as only being 

partially submerged in the developer material' . . .." Id. at 1648. The Board noted: 

"At any rate, a recitation with respect to the material intended to be worked upon by a 
claimed apparatus does not impose any structural limitations upon the claimed apparatus which 
differentiates it from a prior art apparatus satisfying the structural limitations of that claimed, 
[citation omitted] Similarly, a recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the structural limitations of that claimed." Id. (Emphasis added.) 

The situation in Masham is different in that of the present invention. In Masham , the 
claim recites the apparatus is completely submerged. Nothing like that is involved in the present 
application. Unlike the "submerging" limitation of claim 1 of Masham , the limitations of the 
claims of the present application are part of a unified whole. None of the limitations of claims 29 
and 40 can be ignored. 

Claims 30-31, 36-39 & 43-45. The basis of the rejections of claims 30-31, 36-39 & 43- 
45 is not stated. Accordingly, the basis should be stated or the rejections be withdrawn. Further, 
these claims are dependent on allowable claims 29 or 40 are and also allowable. 

Applicants believe the application is in condition for allowance and respectfully request 
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Dated: May 14, 2003 
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